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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clains 1-18.
W reverse.

BACKGROUND

The di sclosed invention relates to a nmultinedia
comuni cati ons network capable of establishing a controllably
persistent virtual nmeeting room This virtual neeting room
may be used to create voice, video, and data connections
between nul ti nedia neeting participants during a communi cation
sessi on.

Claim1l is reproduced bel ow.

1. A multinmedia comunications network, conprising:

a plurality of nultinedia ports, each for connecting
the network to a user term nal

at | east one neeting room server connected to the
ports for creating an electronic circuit configuration in
the network representing a controllably persistent
virtual neeting roomin response to commands from any of
the user termnals, the virtual neeting room being
control |l ably persistent such that it can exist in the
net wor k i ndependent of participants of a nmeeting being
connected to the network; and

means responsive to the nmeeting room server for
ef fectuati ng connections in one or nore sel ected nedi a
bet ween sel ected ones of the plurality of ports.
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The Exami ner relies on the follow ng reference:

Rae et al. (Rae) 5,136, 634 August 4, 1992

Clainms 1-18 stand rejected under 35 U.S.C. 8§ 112, first
par agr aph, as based on a nonenabling discl osure.

Clainms 1-10 and 12-18 stand rejected under 35 U. S. C
8 102(e) as being anticipated by Rae.

Claim 11 stands rejected under 35 U S.C. 8§ 103(a) as
bei ng unpat ent abl e over Rae.

W refer to the final rejection (Paper No. 5) and the
exam ner's answer (Paper No. 11) (pages referred to as "EA ")
for a conplete statenent of the Exam ner's position, and to
the brief (Paper No. 9) (pages referred to as "Br__") for a
statenent of Appellants' arguments thereagainst.

CPI NI ON

35 U.S.C. 8 112, first paragraph, |l ack of enabl ement

"The test of enablenent is whether one reasonably skilled
in the art could make or use the invention fromthe

di scl osures in the patent coupled with information known in

the art without undue experinentation.”™ United States v.

Telectronics, Inc., 857 F.2d 778, 785, 8 USPQR2d 1217, 1223

(Fed. Gir. 1988) (citing Hybritech, Inc. v. Mnoclona
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Antibodies, Inc., 802 F.2d 1367, 1384, 231 USPQ 81, 94 (Fed.
Cr. 1986)). A patent need not teach, and preferably omts,

what is well known in the art. Paper|l ess Accounting, Inc. v.

Bay Area Rapid Transit System 804 F.2d 659, 664,

231 USPQ 649, 652 (Fed. Cir. 1986). The U.S. Patent and
Trademark O fice nust support a rejection for |ack of

enabl enent with reasons. In re Wight, 999 F.2d 1557,

1561- 62, 27 USPQ@d 1510, 1513 (Fed. Gir. 1993).

The Exam ner states (EA6-7):

The clains are confusing for the reason that the
virtual neeting roomis not clearly defined by the
witten description. Since the virtual neeting room
cannot be properly defined how can the virtual neeting
room be controllably persistent?

The exam ner understands that since participants
cone and go, the ability of the participants to access
the communication remains in tack [sic, intact], however,
the "meeting roont cannot clearly be defined.

The Exam ner's use of terns and phrases such as
"confusing”, "not clearly defined,” "cannot be properly
defined,"” and "cannot clearly be defined," nmake us question if
the rejection is intended to be under 35 U S.C. § 112, second
paragraph, for indefiniteness rather than under 8§ 112, first
par agr aph, for lack of enablenent. Simlarly, the Exam ner

statenents in the renarks that the definition of virtua
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nmeeting roomis "msdescriptive" (EA10), "extrenely vague and
m sdescriptive in defining a physical place" (EAL0), and
“"[t]his definition does nothing to clear the confusion as to
how the virtual neeting roomis defined" (EA1l), all appear
nore appropriate to 8 112, second paragraph, indefiniteness
rather than 8 112, first paragraph, |ack of enabl enent.
Neverthel ess, since the rejection is clearly stated to be
under 8§ 112, first paragraph, lack of enablenment, we will only
address this ground of rejection.

The Exam ner does not provide any reasoni ng why the
cl ai med subject matter could not be nade w thout undue
experinmentation by one of ordinary skill in the art and,

therefore, has not made even a colorable prima facie case of

nonenabl enent. W have no troubl e understanding the
term nol ogy of a "virtual neeting room as referring to an

el ectronic circuit configuration by which user workstations
can comruni cate by data, audio, and video ports of a network;
that is, the electronic interconnection of user termnals
simul ates a neeting room because participants can interact
with one another via nultinedia (data, audio, and video).

Mani festly, there is no one physical "neeting roonf |ocation
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because the participants are distributed, hence, the term
"virtual nmeeting room" The configuration of the virtual
nmeeting roomis stored in a data structure as shown in Fig. 3.
The Exam ner's questioning of the definitions for the virtual
nmeeti ng room (EA13-15) fails to appreciate that the electronic
circuit configuration and the data structure "represent”
(simulate) a virtual nmeeting room The Exam ner's
interpretation of the disclosure that "[t]he virtual neeting
roomis thus an el ectronic anal og of a physical neeting place
where conferences are held" (specification, p. 5 Ilines 7-9),
as referring to analog signals (EA14), clearly m sapprehends
the term "anal og" as referring to anal og signals, when, in
fact, it means anything that is analogous or simlar to
sonmething el se. There is nothing confusing or m sdescriptive
about the claimtermnol ogy that woul d create nonenabl enment.
We have reviewed the specification, draw ngs, and
Appel I ants' argunents, and conclude that the claimed subject
matter is based on an enabling disclosure. For exanple, the
circuit of Fig. 2 shows a network 10 having a plurality of
mul ti media ports (ports of data server 50, video server 54,

and audi o server 58), each for connecting the network to a
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user termnal 12, 14, and a neeting room server 48 connected
to the ports for creating an electronic circuit configuration
in the network as recited in claiml1l. The electronic circuit
configuration, defined by the interconnection of ports and the
virtual neeting roomdata structure (Fig. 3A), represents a
controllably persistent virtual neeting room W concl ude

that the Examiner has failed to establish a prinma facie case

of nonenabl enent. The rejection of clains 1-18 is reversed.

35 U.S.C. 8§ 102(e)

"Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clainmed invention."

RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).

Cains 1-10, 12-16, and 18

Clains 1 and 18 are simlar. Caim1 is broader because
it recites "means . . . for effectuating connections in one or
nore sel ected nedi a between sel ected ones of the plurality of
ports,"” whereas claim 18 nore specifically recites "neans for

establishing voice, video, and data connections between at
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| east two of the ports.” Claim1l is analyzed as
representative.

Rae is directed to a database retrieval nethod via
facsimle with the assistance of voice pronpts. W agree with
Appel lants that "[t]he configuration of the Rae apparatus does
not even renotely attenpt to sinulate a neeting roomor create
a virtual neeting roon(s) in a network"™ (Brl0). Still,
despite differences in structure, it is always possible that
the claimlanguage is so broad that it reads on Rae in an
uni nt ended manner.

We consider the claimlimtations, noting that the
absence of any limtation wll cause the anticipation
rejection to fail.

As to "a plurality of nmultinedia ports, each for
connecting the network to a user termnal,"” the Exam ner
relies on nodes 1-n in Fig. 8 (EA7). Appellants argue that
nodes 1-n are not nultinmedia ports for connecting the users to
a (public switched tel ephone) network, but nerely receive
calls froma user of public switched tel ephone network.

The nodes are not ports for connecting the network to a

user termnal. The "user termnal" is a facsimle
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machi ne/ t el ephone system 100 as in Fig. 1 which attaches to
the public switched tel ephone network 77 in Fig. 8. The nodes
merely receive calls froma user, performcall handling, voice
processing, and facsimle transm ssion back to the user. It
is possible that the user connection to the public swtched

t el ephone network are nmultinmedia ports in the sense of
handl i ng both data (graphic and textual facsiml|e data) and
audio (voice), two kinds of nedia, but this interpretation is
not set out by the Exani ner.

As to "at |east one neeting roomserver connected to the
ports for creating an electronic circuit configuration in the
network representing a controllably persistent virtual neeting
roomin response to conmands fromany of the user termnals,”
the Exam ner relies on server 73 in Fig. 8 as the neeting room
server connected to the ports (nodes 1-n) (EA7). Appellants
argue that the servers in Rae only provide data and processing
i nstructions and cannot establish or maintain controllably
persistent virtual neeting roons (Brll). Appellants further
argue that there is no evidence in Rae that callers can send

commands to the server (Br10).
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We agree with Appellants. The server 73 is connected to
and receives commands fromthe control console 71, not the
user termnals (elenment 100 in Fig. 1). As previously noted,
nodes 75 in Fig. 8 are not user termnals. The server cannot
establish a virtual nmeeting room nuch less a controllably
persistent virtual neeting room because the users nerely
recei ve graphic and textual facsimle data stored on the nodes
75: they do not conmunicate with other users. There is no
attenpt to sinulate a virtual neeting room where users can
i nteract.

As to "the virtual nmeeting room being controllably
persistent such that it can exist in the network independent
of participants of a neeting being connected to the network,"
we do not find where the Exam ner addresses this limtation.
Appel l ants argue that there is no suggestion of "persistence"
in Rae, because Rae is a real-tinme access system where once
the caller hangs up, the apparatus in Rae |oses everything
about the call (Brl12). The Exam ner responds that there is
nothing in the clains about persistence based on a caller

receiving data froma facsimle machi ne (EA16).
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We agree with Appellants. The Exam ner m sses the point
of Appellants' argunent about the facsimle machine. There is
nothing in Rae about a virtual neeting room (or other kind of
connection) persisting "independent of participants of a
nmeeti ng being connected to the network,"” as cl ai ned.

As to "nmeans responsive to the neeting room server for
ef fectuati ng connections in one or nore sel ected nedia between
sel ected ones of the plurality of ports,” in which
"connections . . . between selected ones of the . . . ports”
requires a connection between at |east two ports connected to
user termnals, the closest conmment we find is the assertion
with respect to claim3 that "it is clear to see that plura
users, two or nore, can interact given the instructions
received by the server" (EA8). Appellants argue that the
callers in Rae can sinply access a host computer's database
and cannot neet or communicate or otherwi se interact with
other callers (Brl2).

W agree with Appellants. The users in Rae can only
interact with the database to receive facsimle information

and cannot interact with each other.
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For the reason stated above, we conclude that the
Exam ner erred in finding anticipation. The anticipation

rejection of clainms 1-10, 12-16, and 18 is reversed.

Caim1il7

Claim1l7 is directed to the user termnal 12 or 14 of
Fig. 2 and recites a user interface, a conversation manager
connected to the user interface for connection with a neeting
room server in the communi cations network, a data manager, a
vi deo manager, and a voice nmanager. Appellants argue that Rae
does not show or suggest these features and that all Rae
refers tois a user termnal having a tel ephone and facsimle
machi ne (Brl14-15). It is argued that Rae does not show video
data (Br10). The Exam ner finds that the user term nal having
a tel ephone and facsim | e machi ne handl es "voi ce (audi o),
graphic (video) and textual data (data)" (EA8), referring to
colum 6, lines 25-69, of Rae, and that "[g]raphic data is
synonynmous with video" (EA17).

The tel ephone and facsimle nmachine 100 in Fig. 1 of Rae
handl es voi ce by tel ephone and data by facsim|e nmachine.
However, the Exam ner errs in finding (EA8; EAL5) that
"graphic data" in Rae is "video." Rae discloses storage and
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transm ssion of "graphic and textual facsimle data" (col. 6,
line 33), i.e., graphic facsimle data and textual facsimle
data, which both fall into the category of data. The Exam ner
m sinterprets "graphic . . . facsimle data" as "graphic data
to be that other than fax and voice data" (EALl7). "Video"
refers to the conponent of a television signal that contains
the picture information. Because Rae does not disclose at

| east "a video manager for connecting the conversation manager
with a video server in the network," it does not anticipate

claim17. The anticipation rejection of claim1l7 is reversed.

35 U.S. C. 8§ 103(a)

The Exam ner's obvi ousness reasoning with respect to
claim 11l does not cure the deficiencies of Rae with respect to

claim1. The obviousness rejection of claim1ll is reversed.
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CONCLUSI ON

The rejections of clainms 1-18 are reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Pat ent Judge )

BOARD OF PATENT

N N N N N N N N N N

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND

| NTERFERENCES
ANI TA PELLMAN GROSS )

Adm ni strative Patent Judge
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